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Claim Interpretation 

1 . Per MPEP 2 1 1 1 .04, claim scope is not limited by claim language that suggests or makes 
optional but does not require steps to be performed, or by claim language that does not limit a 
claim to a particular structure. However, examples of claim language, although not exhaustive, 
that may raise a question as to the limiting effect of the language in a claim are (A) "adapted to" 
or "adapted for" clauses, (B) "wherein" clauses, and (C) "whereby" clauses. The determination 
of whether each of these clauses is a limitation in a claim depends on the specific facts of the 
case. InHofferv. Microsoft Corp., 405 F.3d 1326, 1329, 74USPQ2d 1481, 1483 (Fed. Cir. 
2005), the court held that when a "whereby' clause states a condition that is material to 
patentability, it cannot be ignored in order to change the substance of the invention." Id. 
However, the court noted (quoting Minton v. Nat '1 Ass 'n of Securities Dealers, Inc., 336 F.3d 
1373, 1381, 67 USPQ2d 1614, 1620 (Fed. Cir. 2003)) that a "whereby clause in a method claim 
is not given weight when it simply expresses the intended result of a process step positively 
recited.'" Id. 

2. Also, while features of an apparatus may be recited either structurally or functionally, 
claims directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. 
Cir. 1997) (The absence of a disclosure in a prior art reference relating to function did not defeat 
the Board's finding of anticipation of claimed apparatus because the limitations at issue were 
found to be inherent in the prior art reference); see also In re Swinehart, 439 F.2d 210, 212-13, 
169 USPQ 226, 228-29 (CCPA 1971); In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 
(CCPA 1959). "[AJpparatus claims cover what a device is, not what a device does." Hewlett- 
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Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990) (emphasis in original). Also, it is reiterated that a claim containing a "recitation with 
respect to the manner in which a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus" if the prior art apparatus teaches 
all the structural limitations of the claim. Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & 
Inter. 1987) (The preamble of claim 1 recited that the apparatus was "for mixing flowing 
developer material" and the body of the claim recited "means for mixing said mixing means 
being stationary and completely submerged in the developer material". The claim was rejected 
over a reference that taught all the structural limitations of the claim for the intended use of 
mixing flowing developer. However, the mixer was only partially submerged in the developer 
material. The Board held that the amount of submersion is immaterial to the structure of the 
mixer and thus the claim was properly rejected.). 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 25-29, 32-34, 37-39, 42-45, 48-52 and 55-57 are rejected under 35 U.S.C. 101 
because the claimed invention is directed to non-statutory subject matter. As per decision of 
Bilski, any invention having a claimed method that is neither tied to another statutory category 
nor transforms underlying subject matter to another state or thing is non-statutory. The facts of 
this application coincide with the facts of In re Bilski, thus, this invention claims non-statutory 
subject matter. Diamond v Diehr , 450 USPQ2d 175, 184 (1981). In re Bilski , 545 F.3d 943, 88 
USPQ2d 1385 (Fed Cir 2008). See MPEP 2106. See 
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htt p :/7pto web/paten ts/3 700/documen ts/ 1 0 1 .memo .0 1.07.09 .pdf , 

http://www.uspto.gov/web/offices/pac/dapp/opWpreognotice/section_101_05_15_2008.pdf 
http ://www . uspto . gov/ web/bffices/pac/da pp/opla/preo gnotice/guide lines 1 0 1 2005 1 026 .pdf 
Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

6. Claims 1-59 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-33 of U.S. Patent No. 6719632. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
method and gaming device claimed herein is the method and gaming device claimed therein for 
awarding a prize to player based on position moves. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 



basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign countrv or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 8-10, 22-24, 32-36 and 55-59 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kamille (58555 14). Kamille discloses gaming device and method with claimed 
steps and features (abstract, 3:59-4:3, 4:60-67, 5:32-1 1:25, figs 1-19) including a game (figs 1- 
19), a display device (figs 1-19), a plurality of positions (figs 1-19), a plurality of awards (figs 
7C), a plurality of positions moves (abstract, 3:59-4:3, 4:60-67, 5:32-1 1 :25, figs 1-19), a 
terminator (void), a processor operable with display to control the play of said game (abstract, 
3:59-4:3, 4:60-67, 5:32-1 1:25, figs 1-19), causing a selection of one of positions (abstract, 3:59- 
4:3, 4:60-67, 5:32-1 1 :25, figs 1-19), determining one of positions based on the selected position 
moves (abstract, 3:59-4:3, 4:60-67, 5:32-1 1:25, figs 1-19), associating terminator with at least 
one positions moves (abstract, 3:59-4:3, 4:60-67, 5:32-1 1 :25, figs 1-19), forming an offer based 
on any award associated with determined position (abstract, 3:59-4:3, 4:60-67, 5:32-1 1 :25, figs 
1-19), enabling player to accept or reject (abstract, 3:59-4:3, 4:60-67, 5:32-1 1 :25, figs 1-19, i.e. 
by happenstance of use, any player may decide to stop or continue play as stated therein at least 
until void occurs), providing offer to the player if player accepts offer (abstract, 3:59-4:3, 4:60- 
67, 5:32-1 1 :25, figs 1-19), repeat if player rejects offer until player accepts offer or terminator is 
associated with selected position [or determined position is associated with said terminator] 
(abstract, 3:59-4:3, 4:60-67, 5:32-1 1 :25, figs 1-19) where each position is based on selected 
position move and any previously selected position (abstract, 3:59-4:3, 4:60-67, 5:32-1 1 :25, figs 
1-19), processor is operable to control player of the game by enabling player to select position 
moves (abstract, 3:59-4:3, 4:60-67, 5:32-11:25, figs 1-19, within construct/rules of game as 
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taught therein) and operating the gaming device through a network such as internet ((abstract, 
3:59-4:3, 4:60-67, 5:32-11:25, figs 1-19, esp. 5:32-49). 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to M. Sager whose telephone number is 571-272-4454. The 
examiner can normally be reached on T-F, 0700-1730 hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on 571-272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/M. Sager/ 

Primary Examiner, Art Unit 3714 



